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ANTIGUA AND BARBUDA

STATUTORY INSTRUMENTS

2000, No. 47

RESOLUTION RATIFYING:-

1) The Madrid Agreement Concerning the International Registration of
Marks of April 14, 1891, as revised at Brussels on December 14, 19500. At
Washington on June 2, 1911, at The Hague on November 6, 1925, at London
on June 2, 1934, at Nice on June 15, 1957 and at Stockholm on July 14, 1967.

2) The Protocol Relating to the Madrid Agreement Concerning the Inter-
national Registration of Marks (as signed at Madrid on June 28, 1989).

WHEREAS the Ratification of Treaties Act, Cap. 364 provides in section 3(1)
that a Treaty to which Antigua and Barbuda becomes a party is one which affects
or concerns the relationship of Antigua and Barbuda with any international orga-
nization, agency or association or similar body, such Treaty shall not enter into
force with respect to Antigua and Barbuda unless it has been authorised ot ap-
proved in accordance with the provisions of this Act; and

WHEREAS the Madrid Agreement Concerning the International Registration
of Marks and the Protocol Relating to the Madrid Agreement Concerning Interna-
tional Registration of Marks are intemational agreements to which Antigua and
Barbuda is a signatory, and

WHEREAS the Madnd Agreement Conceming the International Registration
of Marks and the Protocol Relating to the Madrid Agreement Concerning the In-
ternational Registration of Marks are agreements governed by international law
and concerns the relationship of Antigua and Barbuda and State Parties to the said
Madrid Agreement and Protocol;

NOW THEREFORE, BE IT RESOLVED by this Honourable House that the
said Madrid Agreement Protocol which are attached herewith as Schedules be
ratified as Treaties under section 3(1) (¢} of the Ratification of Treaties Act Cap.
364.

Passed by the House of Representatives this 29th day of November, 1999,

Bridget Harris,
Speaker.

Sylvia Walker,
Clerk to the House of Representatives.
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Madrid Agreement
Concerning the International Registration of Marks
of April 14, 1891,
as revised at Brussels on December 14, 1900,
at Washington on June 2, 1911,
at The Hague on November 6, 1925,
at London on June 2, 1934,
at Nice on June 15, 1957,
and at Stockholm on July 14, 1967,*

*English Title.

Entry into force (of the 1979 amendments): October 23, 1983.

Source: International Bureau of WIPO.

Note: Lists, updated on January | each year, of member States of the treaties administered by WIPO
are publisked each year in the January issue of Industrial Property.

For the text of the Regulations under the Mudrid Agreement, see Industrial Property Laws and Trea-
tes,

MULTILATERAL TREATIES - 3-005.

Bibliographic data
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Organization: WIPQ

Short title: Madrid Agreement

Subject matter: MRK

Text Identifier: WO-MAA

Pubiished in “Industrial Property”: 1988.12

Reference in collection of L&T: WO 3-004

WIPQ Publication N° 204(E)

WDN: 0683H

Article 1
(Establishment of a Special Union.
Filing of Marks at International Bureau.
Definition of Country of Origin]*

*Articles have been given titles to facilitate their identification. There are no titles
in the signed, French Text.

(1) The countries to which this Agreement applies constitute a Special Union
for the international registration of marks.

(2) Nationals of any of the contracting countries may, in all the other countries
party to this Agreement, secure protection for their marks applicable to goods or
services, registered in the country of origin, by filing the said marks at the Interna-
tional Bureau of Intellectual Property (hereinafter designated as “the International
Bureau”) referred to in the Convention Establishing the World Intellectual Prop-
erty Organization (hereinafter designated as “the Organization”), through the in-
termediary of the Office of the said country of origin.
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(3) Shall be considered the country of origin the country of the Special Union
where the applicant has a real and effective industrial or commercial establish-
ment; if he has no such establishment in a country of the Special Union, the coun-
try of the Special Unjon where he has his domicile; if he has no domicile within
the Special Union but is a national of a country of the Special Union, the country
of which he is a national.

Article 2
[Reference to Article 3 of Paris Convention
(Same Treatment for Certain Categories of Persons as for Nationals of
Countries of the Union))

Nationals of countries not having acceded to this Agreement v ho, within the
territory of the Special Union constituted by the said Agreement, satisfy the condi-
tions specified in Article 3 of the Paris Convention for the Protection of Industrial
Property shall be treated in the same manner as nationals of the contracting coun-
tries.

Article 3
[Contents of Application for International Registration]

(1) Every application for international registration must be presented on the
form prescribed by the Regulations; the Office of the country of origin of the mark
shall certify that the particulars appearing in such application correspond to the
particulars in the national register, and shall mention the dates and numbers of the
filing and registration of the mark in the country of origin and also the date of the
application for international registration.

(2) The applicant must indicate the goods or services in respect of which pro-
tection of the mark is claimed and also, if possible, the corresponding class or
classes according to the classification established by the Nice Agreement Con-
cerning the International Classification of Goods and Services for the Purposes of
the Registration of Marks. If the applicant does not give such indication, the Inter-
national Bureau shall classify the goods or services in the appropriate classes of
the said Classification. The indication of classes given by the applicant shall be
subject to control by the International Bureau, which shall exercise the said con-
trol in association with the national Office. In the event of disagreement between
the national Office and the International Bureau, the opinion of the latter shall
prevail

(3) If the applicant claims color as a distinctive feature of his mark, he shall be
required:

1. tostate the fact, and to file with his application a notice specify-
ing the color or the combination of colors claimed;
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2, to append to his application copies in color of the said mark,
which shall be attached to the notification given by the Interna-
tional Bureau. The number of such copies shall be fixed by the
Regulations. .

(4) The International Bureau shall register immediately the marks filed in ac-
cordance with Article 1. The registration shall bear the date of the application for
international registration in the country of origin, provided that the application has
been received by the International Bureau within a period of two months from
that date, If the application has not been received within that period, the Interna-
tional Bureau shall record it as at the date on which it received the said application.
The International Bureau shall notify such registration without delay to the Of-
fices concerned. Registered marks shail be published in a periodical journal issued
by the International Burean, on the basis of the particulars contained in the appli-
cation for registration. In the case of marks comprising a figurative element of a
special form of writing, the Regulations shall determine whether a printing block
must be supplied by the applicant.

(5) With a view to the publicity to be given in the contracting countries to
registered marks, each Office shall receive from the International Bureau a num-
ber of copies of the said publication free of charge and a number of copies at a
reduced price, in proportion to the number of units mentioned in Article 16(4)(a)
of the Paris Convention for the Protection of Industrial Property, under the condi-
tions fixed by the Regulations. Such publicity shall be deemed in all the contract-
ing countries to be sufficient, and no other publicity may be required of the appli-
cant.

Article 3bis
| Territorial Limitation]

(1) Any contracting country may, at any time, notify the Director General of
the Organization (hereinafter designated as “the Director General”) in writing that
the protection resulting from the international registration shall extend to that coun-
try only at the express request of the proprictor of the mark.

(2) Such notification shall not take effect until six months after the date of the
communication thereof by the Director General to the other contracting countries.

Article 3ter
[Request for (Territorial Extension)]

(1) Any request for extension of the protection resulting from the international
registration to a country which has availed itself of the right provided for in Article
3bis must be specially mentioned in the application referred to in Article 3(1).

(2) Any request for territorial extension made subsequently to the intemational
registration must be presented through the intermediary of the Office of the coun-
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try of origin on a form prescribed by the Regulations. It shall be immediately
registered by the International Bureau, which shall notify it without delay to the
Office or Offices concemed. It shall be published in the periodical journal issued
by the International Bureau. Such territorial extension shall be effective from the
date on which it has been recorded in the International Register; it shall cease to be
valid on the expiration of the international registration of the mark to which it
relates.
Article 4
[Effects of International Registration}

{1) From the date of the registration so effected at the International Bureau in
accordance with the provisions of Articles 3 and 3ter, the protection of the mark in
cach of the contracting countries concerned shall be the same as if the mark had
been filed therein direct. The indication of classes of goods or services provided
for in Article 3 shall not bind the contracting countries with regard to the determi-
nation of the scope of the protection of the mark.

(2) Every mark which has been the subject of an international regisiration shall
enjoy the right of priority provided for by Article 4 of the Paris Convention for the
Protection of Industrial Property, without requiring compliance with the formali-
ties prescribed in Section (4)D of that Article.

Article 4bis
|Substitution of International Registration for Earlier National
Registrations)

(1) When a mark already filed in one or more of the contracting countries is
later registered by the International Bureau in the name of the same proprietor or
his successor in title, the international registration shall be deemed to have re-
placed the earlier national registrations, without prejudice to any rights acquired
by reason of such earlier registrations.

(2) The national Office shall, upon request, be required to take note in its regis-
ters of the international registration.

Article S
{Refusal by National Offices]

{1) In countries where the legislation so authorizes, Offices notified by the
International Bureau of the registration of a mark or of a request for extension of
protection made in accordance with Article 3ter shall have the right to declare that
protection cannot be granted to such mark in their territory. Any such refusal can
be based only on the grounds which would apply, under the Paris Convention for
the Protection of Industrial Property, in the case of a mark filed for national regis-
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tration. However, protection may not be refused, even partially, by reason only
that national legislation would not permit registration except in a limited number
of classes or for a limited number of goods or services.

(2) Offices wishing to exercise such right must give notice of their refusal to the
International Bureau, together with a statement of all grounds, within the period
prescribed by their domestic law and, at the latest, before the expiration of one
year from the date of the international registration of the mark or of the request for
extension of protection made in accordance with Article 3ter.

(3) The International Bureau shall, without delay, transmit to the Office of the
country of origin and to the proprietor of the mark, or to his agent if an agent has
been mentioned to the Bureau by the said Office, one of the copies of the declara-
tion of refusal so notified. The interested party shall have the same remedies as if
the mark had been filed by him direct in the country where protection is refused.

(4) The grounds for refusing a mark shall be communicated by the Interna-
tional Bureau to any interested party who may so request.

(5) Offices which, within the aforesaid maximum period of one year, have not
communicated to the International Bureau any provisienal or final decision of
refusal with regard to the registration of a mark or a request for extension of pro-
tection shall lose the benefit of the right provided for in paragraph (1) of this
Article with respect to the mark in question.

(6) Invalidation of an intemational mark may not be pronounced by the compe-
tent authorities without the proprietor of the mark having, in good time, been af-
forded the opportunity of defending the rights. Invalidation shall be notified to the
International Bureau.

Article Sbis
[Documentary Evidence of Legitimacy of Use of Certain Elements of Mark]

Documentary evidence of the legitimacy of the use of certain elements incor-
porated in a mark, such as armorial bearings, escutcheons, poriraits, honorary dis-
tinctions, titles, trade names, names of persons other than the name of the appli-
cant, or other like inscriptions, which might be required by the Offices of the
contracting countries shall be exempt from any legalization or certification other
than that of the Office of the country of erigin.

Article Ster
|Copies of Entries in International Register.
Searches for Anticipation.
Extracts from International Register]

(1) The International Bureau shall issue to any person applying thereof, subject
to a fee fixed by the Regulations, a copy of the entries in the Register relating to a
specific mark.
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(2) The International Bureau may also, upon payment, undertake searches for
anticipation among international marks.

{3) Extracts from the International Register requested with a view to their pro-
duction in one of the contracting countries shall be exempt from all legalization.

Article 6
[Period of Validity of International Registration.
Independence of International Registration.
Termination of Protection in Country of Origin]

(1) Registration of a mark at the International Bureau is effected for twenty
years, with the possibility of renewal under the conditions specified in Article 7.

{2) Upon expiration of a period of five years from the date of the international
registration, such registration shall become independent of the national mark reg-
istered earlier in the country of origin, subject to the following provisions.

(3) The protection resulting from the intemnational registration, whether or not
it has been the subject of a transfer, may no longer be invoked, in whole or in part,
if, within five years from the date of the international registration, the national
mark, registered earlier in the country of origin in accordance with Article 1, no
longer enjoys, in whole or in part, legal protection in that country. This provision
shall also apply when legal protection has later ceased as the result of an action
begun before the expiration of the period of five years.

(4) In the case of voluntary or ex officie cancellation, the Office of the country
of origin shall request the cancellation of the mark at the International Bureau, and
the latter shall effect the cancellation. In the case of judicial action, the said Office
shall send to the International Bureau, ex officio or at the request of the plaintiff, a
copy of the complaint or any other documentary evidence that an action has be-
gun, and also of the final decision of the court; the Bureau shall enter notice thereof
in the Intemational Register.

Article 7
[Renewal of International Registration]

(1) Any registration may be renewed for a period of twenty years from the
expiration of the preceding peried, by payment only of the basic fee and, where
necessary, of the supplementary and complementary fees provided for in Article
8(2).

{2) Renewal may not include any change in relation to the previous registration
in its latest form,
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(3)The first renewal effected under the provisions of the Nice Act of June 15,
1957, or of this Act, shall include an indication of the classes of the International
Classification to which the registration relates.

(4) Six months before the expiration of the termn of protection, the Intemational
Bureau shall, by sending an unofficial notice, remind the proprietor of the mark
and his agent of the exact date of expiration.

(5) Subject to the payment of a surcharge fixed by the Regulations, a period of
grace of six months shall be granted for renewal of the international registration.

Article 8
[National Fee. International Fee. Division
of Excess Receipts, Supplementary Fees, and Complementary Fees]

(1) The Office of the country of origin may fix, at its own descretion, and
collect, for its own benefit, a national fee which it may require from the proprietor
of the mark in respect of which international registration or renewal is applied for.

(2) Registration of a mark at the International Bureau shall be subject to the
advance payment of an international fee which shall include:

(a) a basic fee;

(b) asupplementary fee for each class of the International Classification,
beyond three, into which the goods or services to which the mark is
applied will fall;

(¢} acomplementary fee for any request for extension of protection under
Article 3ter.

(3) However, the supplementary fee specified in paragraph (2)(3) may, without
prejudice to the date of registration, be paid within a period fixed by the Regula-
tions if the number of classes of goods or services has been fixed or disputed by
the International Bureau. If, upon expiration of the said period, the supplementary
fee has not been paid or the list of the goods or services has not been reduced to the
required extent by the applicant, the application for international registration shall
be deemed to have been abandoned.

(4) The annual returns from the various receipts from international registration,
with the exception of those provided for under paragraph (2)(d) and (2)(c), shall
be divided equally among the countries party to this Act by the International Bu-
reau, after deduction of the expenses and charges necessitated by the implementa-
tion of the said Act, If, at the time this Act enters into force, a country has not yet
ratified or acceded to the said Act, it shall be entitled, until the date on which its
ratification or accession becomes effective, to a share of the excess receipts calcu-
lated on the basis of that earlier Act which is applicable to it.
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(5) The amounts derived from the supplementary fees provided for in para-
graph (2)(3) shall be divided at the expiration of each year among the countries
party to this Act or to the Nice Act of June 15, 1957, in proportion to the number
of marks for which protection has been applied for in each of them during that
year, this number being multiplied in the case of countries which make a prelimi-
nary exarnination, by a coefficient which shall be determined by the Regulations.
If, at the time this Act enters into force, a country has not yet ratified or acceded to
the said Act, it shall be entitled, until the date on which its ratification or accession
becomes effective, to a share of the amounts calculated on the basis of the Nice
Act.

(6) The amounts derived from the complementary fees provided for in para-
graph (2)(c) shall be divided according to the requirements of paragraph (5) among
the countries availing themselves of the right provided for in Article 3bis. If, at the
time this Act enters into force, a country has not yet ratified or acceded to the said
Act, it shall be entitled, until the date on which its ratification or accession be-
comes effective, to a share of the amounts calculated on the basis of the Nice Act.

Article 8bis
[Renunciation in Respect of One or More Countries)

The person in whose name the international registration stands may at any time
renounce protection in one or more of the contracting countries by means of a
declaration filed with the Office of his own country, for communication to the
International Bureau, which shall notify accordingly the countries in respect of
which renunciation has been made. Renunciation shall not be subject to any fee.

Article 9
{Changes in National Registers also Affecting International Registration.
Reduction of List of Goods and Services Mentioned in International
Registration, Additions to that List. Substitutions in that List]

(1) The Office of the country of the person in whose name the international
registration stands shall likewise notify the International Bureau of all annulments,
cancellations, renunciations, transfers, and other changes made in the entry of the
mark in the national register, if such changes also effect the international registra-
tion.

(2) The Bureau shall record those changes in the International Register, shall
notify them in turn to the Offices of the contracting countries, and shall publish
them in its journal.

(3) A similar procedure shall be followed when the person in whose name the
international registration stands requests a reduction of the list of goods or ser-
vices to which the registration applies.

(4) Such transactions may be subject to a fee, which shall be fixed by the Regu-
lations.
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(5) The subsequent addition of new goods or services to the said list can be
obtained only by filing a new application as prescribed in Article 3.

(6) The substitution of one of the goods or services for another shall be treated
as an addition.

Article 9bis
[Transfer of International Mark Entailing Change in Country of
Proprietor]

(1) When a mark registered in the International Register is transferred to a
person established in a contracting country other than the country of the person in
whose name the international registration stands, the transfer shall be notified to
the International Bureau by the Office of the latter country. The International Bu-
reau shall record the transfer, shall notify the other Offices thereof, and shall pub-
lish it in its journal. If the transfer has been effected before the expiration of a
period of five years from the international registration, the International Bureau
shall seek the consent of the Office of the country of the new proprietor, and shall
publish, if possible, the date and registration number of the mark in the country of
the new proprietor.

(2) No transfer of a mark registered in the International Register for the benefit
of a person who is not entitled to file an international mark shall be recorded.

{3) When it has not been possible to record a transfer in the International Reg-
ister, either because the country of the new proprietor has refused its consent or
because the said transfer has been made for the benefit of 2 person who is not
entitled to apply for international registration, the Office of the country of the
former proprietor shall have the right to demand that the International Bureau
cancel the mark in its Register.

Article Ster
[Assignment of International Mark for Part Only of Registered Goods or
Services or for Certain Contracting Countries. Reference to Article 6quater
of Paris Convention (Assignment of Mark))

(1) If the assignment of an international mark for part only of the registered
goods or services is notified to the International Bureau, the Bureau shall record it
in its Register. Each of the contracting countries shall have the right to refuse to
recognize the validity of such assignment if the goods or services included in the
part so assigned are similar to those in respect of which the mark remains regis-
tered for the benefit of the assignor.

(2) The International Bureau shall likewise record the assignment of an inter-
national mark in respect of one or several of the contracting countries only.

(3) If, in the above cases, a change occurs in the country of the proprietor, the
Office of the country to which the new proprietor belongs shall, if the interna-
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tional mark has been transferred before the expiration of a period of five years
from the internationl registration, give its consent as required by Article 9bis.

(4) The provisions of the foregoing paragraph shall apply subject to Article
6quater of the Paris Convention for the Protection of Industrial Property.

Article 9quater
[Commeon Office for Several Contracting Countries. Request by Several
Contracting Countries to be Treated as a Single Country]

(1) If several countries of the Special Union agree to effect the unification of
their domestic legislations on marks, they may notify the Director General:

(a) that a common Office shall be substituted for the national Office of
each of them, and

(b) that the whole of their respective territories shall be deemed to be a
single country for the purposes of the application of all or part of the
provisions preceding this Article.

(2) Such notification shall not take effect until six months after the date of the
communication thereof by the Director General to the other contracting countries.

Article 10
[Assembly of the Special Union]

(1) (@ The Special Union shall have an Assembly consisting of those coun-
tries which have ratified or acceded to this Act.

(b) The Government of each country shall be represented by one delegate,
who may be assisted by alternate delegates, advisors, and experts.

(c) The expenses of each delegation shall be borne by the Government
which has appointed it, except for the travel expenses and the subsis-
tence allowance of one delegate for each member country, which shail
be paid from funds of the Special Union.

(2) (a) The Assembly shall:

(i) deal with all matters concerning the maintenance and de-
velopment of the Special Union and the implementation
of this Agreement;

(ii) give directions to the International Bureau concerning the
preparation for conferences of revision, due account be-
ing taken of any comments made by those countries of the
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Special Union which have not ratified or acceded to this
Act;

(iii) modify the Regulations, including the fixation of the
amounts of the fees referred to in Article 8(2) and other
fees relating to international registration;

(iv) review and approve the reports and activities of the Direc-
tor General concerning the Special Union, and give him
all necessary instructions concerning matters within the
competence of the Special Union;

{v) determine the program and adopt the biennial budget of
the Special Union, and approve its final accounts;

(vi) adopt the financial regulations of the Special Union;

(vii) establish such committees of experts and working groups
as it may deem necessary to achieve the objectives of the
Special Union;

(viii) determine which countries not members of the Special
Union and which intergovernmental and international non-
governmental organizations shall be admitted to its meet-
ings as observers;

(ix) adopt amendments to Articles 10 to 13;

(x) take any other appropriate action designed to further the
objectives of the Special Union;

(xi) perform such other functions as are appropriate under this
Agreement.

With respect to matters which are of interest also to other Unions
administered by the Organization, the Assembly shall make its de-
cisions after having heard the advice of the Coordination Commit-
tee of the Organization.

Each country member of the Assembly shall have one vote.

One half of the countries members of the Assembly shall constitute a
quorum.

Notwithstanding the provisions of subparagraph (b), if, in any ses-
sion, the number of countries represented is less than one half but
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equal to or more than one third of the countries members of the As-
sembly, the Assembly may make decisions but, with the exception of
decisions concerning its own procedure, all such decisions shall take
effect only if the conditions set forth hereinafier are fuifilled. The In-
ternational Bureau shall communicate the said decisions to the coun-
tries members of the Assembly which were not represented and shall
invite them to express in writing their vote or abstention within a pe-
riod of three months from the date of the communication. If, at the
expiration of this period, the number of countries having thus expressed
thair vote or abstention attains thé number of countries which was
lacking for attaining the quorum in the session itself, such decisions
shall take effect provided that at the same time the required majority
still obtains.

Subject to the provisions of Article 13(2), the decisions of the Assem-
bly shall require two thirds of the votes cast.

Abstentions shall not be considered as votes.
A delegate may represent, and vote in the name of, one country only.
Countries of the Special Union not members of the Assembly shall be

admitted to the meetings of the latter as observers.

The Assembly shall meet once in every second calendar year in ordi-
nary session upon convocation by the Director General and, in the
absence of exceptional circumstances, during the same period and at
the same place as the General Assembly of the Organization.

The Assembly shall meet in extraordinary session upon convocation
by the Director General, at the request of one fourth of the countries
members of the Assembly.

The agenda of each session shall be prepared by the Director General.

(5) The Assembly shall adopt its own rules of procedure.

Article 11
[International Bureau}

International registration and related duties, as well as all other ad-
ministrative tasks concerning the Special Union, shall be performed
by the International Bureau.

In particular, the Intemational Bureau shall prepare the meetings and
provide the secretariat of the assembly and of such committees of ex-
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perts and working groups as may have been established by the As-
sembly,

{c¢) The Director General shall be the chief executive of the Special Union
and shall represent the Special Union.

(2) The Director General and any staff member designated by him shall partici-
pate, without the right to vote, in all meetings of the Assembly and of such com-
mittees of experts or working groups as may have been established by the Assem-
bly. The Director Genera), or a staff member designated by him, shall be ex officio
secretary of those bodies.

(3) (a) The International Bureau shall, in accordance with the directions of
the Assembly, make the preparations for the conferences of revision
of the provisions of the Agreement other than Articles 10 to 13.

(b) The International Bureau may consult with intergovernmental and in-
ternational non-governmental organizations concerning preparations
for conferences of revision.

(¢) The Director General and persons designated by him shall take part,
without the right to vote, in the discussions at these conferences.

(4) The International Bureau shall carry out any other tasks assigned to it.

Article 12
[Finances]

(1) (@) The Special Union shall have a budget.

() The budget of the Special Union shall include the income and ex-
penses proper to the Special Union, its contribution to the budget of
expenses common to the Unions, and, where applicable, the sum made
available to the budget of the Conference of the Organization.

(c) Expenses not attributable exclusively to the Special Union but also to
one or more other Unions administered by the Organization shall be
considered as expenses comumon to the Unions. The share of the Spe-
cial Union in such common expenses shall be in proportion to the
interest the Special Union has in them.

(2) The budget of the Special Union shall be established with due regard to the
requirements of coordination with the budgets of the other Unions administered
by the Organization.

(3) The budget of the Special Union shall be financed from the following sources:
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(i) international registration fees and other fees and charges
due for other services rendered by the International Bu-
reau in relation to the Special Union;

(ii) sale of, or royalties on, the publications of the Interna-
tional Bureau conceming the Special Union;

(iti) gifts, bequests, and subventions;
{iv) rents, interests, and other miscellaneous income.

The amounts of the fees referred to in Article 8(2) and other fees relat-
ing to international registration shall be fixed by the Assembly on the
proposal of the Director General.

The amounts of such fees shall be so fixed that the revenues of the
Special Union from fees, other than the supplementary and comple-
mentary fees referred to in Article 8(2)(b) and 8(2)(c). and other sources
shall be at least sufficient to cover the expenses of the International
Bureau conceming the Special Union.

If the budget is not adopted before the beginning of a new financial
period, it shall be at the same level as the budget of the previous year,
as provided in the financial regulations.

(5) Subject to the provisions of paragraph (4)(a), the amount of fees and charges
due for other services rendered by the International Bureau in relation to the Spe-
cial Union shall be established, and shall be reported to the Assembly, by the
Director General.

(6) (@) 'The Special Union shall have a working capital fund which shall be

'

(b)

(©

constituted by a single payment made by each country of the Special
Union. If the fund becomes insufficient, the Assembly shall decide to
increase it.

The amount of the initial payment of each country to the said fund or
of its participation in the increase thereof shall be a proportion of the
contribution of that country as a member of the Paris Union for the
Protection of Industrial Property to the budget of the said Union for
the year in which the fund is established or the decision to increase it
is made.

The proportion and the terms of payment shall be fixed by the Assem-
bly on the proposal of the Director General and after it has heard the
advice of the Coordination Committee of the Organization.
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{d)  As long as the Assembly authorizes the use of the reserve fund of the
Special Union as a working capital fund, the Assembly may suspend
the application of the provisions of subparagraphs (a), (b}, and (c).

(7) (@) In the headquarters agreement concluded with the country on the ter-
ritory of which the Organization has its headquarters, it shall be pro-
vided that, whenever the working capital fund is insufficient, such
country shall grant advances. The amount of those advances and the
conditions on which they are granted shall be the subject of separate
agreements, in each case, between such country and the Organization.

(b)  The country referred to in subparagraph (aj and the Organization shall
each have the right to denounce the obligation to grant advances, by
written notification. Denunciation shall take effect three years after
the end of the vear in which it has been notified.

(8) The auditing of the accounts shall be effected by one or more of the coun-
tries of the Special Union or by external auditors, as provided in the financial
regulations. They shall be designated, with their agreement, by the Assembly.

Article 13
{Amendment of Articles 10 to 13)

(1) Proposals for the amendment of Articles 10, 11, 12, and the present Article,
may be initiated by any country member of the Assembly, or by the Director Gen-
eral. Such proposals shall be communicated by the Director General to the mem-
ber countries of the Assembly at least six months in advance of their consideration
by the Assembly.

(2) Amendments to the Articles referred to in paragraph (1) shall be adopted by
the Assembly. Adoption shall require three fourths of the votes cast, provided that
any amendment to Article 10, and to the present paragraph, shall require four
fifths of the votes cast.

(3) Any amendments to the Articles referred to in paragraph (1) shall enter into
force one month after written notifications of acceptance, effected in accordance
with their respective constitutional processes, have been received by the Director
General from three fourths of the countries members of the Assembly at the time
it adopted the amendment. Any amendment to the said Articles thus accepted shall
bind all the countries which are members of the Assembly at the time the amend-
ment enters into force, or which become members thereof at a subsequent date.

Article 14
|Ratification and Accession. Entry into Force. Accession to Earlier Acts,
Reference to Article 24 of Paris Convention (Territories)]

(1) Any country of the Special Union which has signed this Act may ratify it,
and, if it has not signed it, may accede to i,
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v (2) fa) Any country outside the Special Union which is a party to the Paris

Convention for the Protection of Industrial Property may accede to
this Act and thereby become a member of the Special Union.

As soon as the International Bureau is informed that such a country
has acceded to this Act, it shall address to the Office of that country, in
accordance with Article 3, a collective notification of the marks which,
at that time, enjoy international protection,

Such notification shall, of itself, ensure to the said marks the benefits
of the foregoing provisions in the territory of the said country, and
shall mark the commencement of the period of one year during which
the Office concerned may make the declaration provided for in Ar-
ticle 5.

However, any such country may, in acceding to this Act, declare
that, except in the case of international marks which have already
been the subject in that country of an earlier identical national reg-
istration still in force, and which shall be immediately recognized
upon the request of the interested parties, application of this Act
shall be limited to marks registered from the date on which its ac-
cession enters into force.

Such declaration shall dispense the International Bureau from mak-
ing the collective notification referred to above. The International
Bureau shall notify only those marks in respect of which it receives,
within a period of one year from the accession of the new country,
a request, with the necessary particulars, to take advantage of the
exception provided for in subparagraph (d).

The International Bureau shall not make the collective notification
to such countries as declare, in acceding to this Act, that they are
availing themselves of the right provided for in Article 3bis. The
said countries may also declare at the same time that the applica-
tion of this Act shall be limited to marks registered from the day on
which their accessions enter into force; however, such limitation
shall not affect intemational marks which have already been the
subject of an earlier identical national registration in those coun-
tries, and which could give rise to requests for extension of protec-
tion made and notified in accordance with Articles 3ter and 8(2)(c).

Registrations of marks which have been the subject of one of the
notifications provided for in this paragraph shall be regarded as
replacing registrations effected direct in the new contracting coun-
try before the date of entry into force of its accession.

(3) Instruments of ratification and accession shall be deposited with the Direc-
tor General.

s
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(4) (@) With respect to the first five countries which have deposited their in-
struments of ratification or accession, this Act shall enter into force
three months after the deposit of the fifth such instrument.

(b)  With respect to any other country, this Act shall enter into force three
months after the date on which its ratification or accession has been
notified by the Director General, unless a subsequent date has been
indicated in the instrument of ratification or accession. In the latter
case, this Act shall enter into force with respect to that country on the
date thus indicated.

(5) Ratification or accession shall automatically entail acceptance of all the
clauses and admission to all the advantages of this Act.

(6) After the entry into force of this Act, a country may accede to the Nice Act
of June 15, 1957, only in conjunction with ratification of, or accession to, this Act.
Accession to Acts earlier than the Nice Act shall not be permitted, not even in
conjunction with ratification of, or accession to, this Act.

(7) The provisions of Article 24 of the Paris Convention for the Protection of
Industrial Property shall apply to this Agreement.

Article 15
[Denunciation]

(1) This Agreement shall remain in force without limitation as to time.

(2) Any country may denounce this Act by notification addressed to the Direc-
tor General. Such denunciation shall constitute also denunciation of all earlier
Acts and shall affect only the country making it, the Agreement remaining in full
force and effect as regards the other countries of the Special Union,

(3) Denunciation shall take effect one year after the day on which the Director
General has received the notification,

(4) The right of denunciation provided for by this Article shal not be exercised
by any country before the expiration of five years from the date upon which it
becomes a member of the Special Union.

(5) International marks registered upon the date on which denunciation be-
comes effective, and not refused within the period of one year provided for in
Article 5, shall continue, throughout the period of international protection, to en-
joy the same protection as if they had been filed direct in the denouncing country.

Article 16
[Application of Earlier Acts]

(1) fa) This Act shall, as regards the relations between the countries of the
Special Union by which it has been ratified or acceded to, replace, as
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from the day on which it enters into force with respect to them, the
Madrid Agreement of 1891, in its texts earlier than this Act.

{b) However, any country of the Special Union which has ratified or ac-
ceded to this Act shall remain bound by the earlier texts which it has
not previously denounced by virtue of Article 12(4) of the Nice Actof
June 15, 1957, as regards its relations with countries which have not
ratified or acceded to this Act.

(2) Countries outside the Special Union which become party to this Act shall
apply it to international registrations effected at the International Bureau through
the intermediary of the national Office of any country of the Special Union not
party to this Act, provided that such registrations satisfy, with respect to the said
countries, the requirements of this Act. With regard to international registrations
effected at the Intemational Bureau through the intermediary of the national Of-
fices of the said countries outside the Special Union which become party to this
Act, such countries recognize that the aforesaid country of the Special Union may
demand compliance with the requirements of the most recent Act to which it is

party.

Article 17
[Signature, Languages, Depositary Functions]

(1)(a) This Act shall be signed in a single copy in the French language and
shall be deposited with the Government of Sweden.

(b) Official texts shall be established by the Director General, after con-
sultation with the interested Governments, in such other languages as
the Assembly may designate.

(2) This Act shall remain open for signature at Stockholm until January 13,
1968.

(3) The Director General shall transmit two copies, certified by the Govern-
ment of Sweden, of the signed text of this Act to the Governments of all countries
of the Special Union and, on request, to the Government of any other country,

{4) The Director General shall register this Act with the Secretariat of the United
Nations.

{5) The Director General shall notify the Governments of all countries of the
Special Union of signatures, deposits of instruments of ratification or accession
and any declarations included in such instruments, entry into force of any provi-
sions of this Act, notifications of denunciation, and notifications pursuant to Ar-
ticles 3bis, 9quater, 13, 14(7), and 15(2).
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Article 18
[Transitional Provisions|

{1) Until the first Director General assumes office, references in this Act to the
Intemnational Bureau of the Organization or to the Director General shall be con-
strued as references to the Bureau of the Union established by the Paris Conven-
tion for the Protection of Industrial Property or its Director respectively.

(2) Countries of the Special Union not having ratified or acceded to this Act
may, until five years after the entry into force of the Convention establishing the
Organization, exercise, if they so desire, the rights provided for under Articles 10
to 13 of Act as if they were bound by those Articles. Any country desiring to
exercise rights shall give written notification to that effect to the Director
General; such notification shall be effective from the date of its receipt. Such coun-
tries shall be deemed to be members of the Assembly until the expiration of the
said period.

Protocol Relating to the Madrid Agreement
Concerning the International Registration of Marks*
(as signed at Madrid on June 28, 1989)

*Official English title.

Entry into force: See Article 14

Source. International Bureau of WIPQ Bibliography data
13E

Organization: WIPQ

Short title: Madrid Protocol 1989

Subject Matter: MRK

Text Identifier: WO-MAP

Published in “Industrial Property”: 1989.07, 1989.08
Reference in collection of L&T: WO 3-007

WI{PO Publication N° 204(E)

WDN: 0791H

Article 1
Membership in the Madrid Union

The States party to this Protocol (hereinafter referted to as “the Contracting
States™), even where they are not party to the Madrid Agreement Concerning the
Intemnational Registration of Marks as revised at Stockholm in 1967 and as amended
in 1979 (hereinafter referred to as “the Madrid (Stockholm) Agreement”), and the
organizations referred to in Article 14(1)(5) which are party to this Protocol (here-
inafter referred to as “ the Contracting Organizations™) shall be members of the
same Union of which countries party to the Madrid (Stockholm) Agreement are
members. Any reference in this Protocol to “Contracting Parties™ shall be con-
strued as a reference to both Contracting States and Contracting Organizations.
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Article 2
Securing Protection Through International Registration

(1) Where an application for the registration of a mark has been filed with the
Office of a Contracting Party, or where a mark has been registered in the register
of the Office of a Contracting Party, the person in whose name that application
(hereinafer referred to as “the basic application™) or that registration (hereinafter
referred to as “the basic registration”) stands may, subject to the provisions of this
Protocol, secure protection for his mark in the territory of the Contracting Parties,
by obtaining ihe registration of that mark in the register of the International Bu-
reau of the World Intellectual Property Organization (hereinafter referred to as
“the international registration”, “the International Register”, “the International Bu-
reau” and “the Organization™, respectively), provided that,

(i)  where the basic application has been filed with the Office
of a Contracting State or where the basic registration has
been made by such an Office, the person in whose name
that application or registration stands is a national of that
Contracting State, or is domiciled, or has a real and effec-
tive industrial or commercial establishment, in the said
Contracting State,

(ii)  where the basic application has been filed with the Office
of a Contracting Organization or where the basic registra-
tion has been made by such an Office, the person in whose
name that application or registration stands is a national
of a State member of that Contracting Organization, or is
domiicile, or has a real and effective industrial or commer-
cial establishment, in the territory of the said Contracting
Organization.

(2) The application for international registration (hereinafter referred to as “the
international application™) shall be filed with the International Bureau through the
intermediary of the Office with which the basic application was filed or by which
the basic registration was made (hereinafter referred to as “the Office of origin”),
as the case may be.

(3) Any reference in this Protocol to an “Office” or an “Office of a Contracting
Party” shall be construed as a reference to the Office that is in charge, on behalf of
a Contracting Party, of the registration of marks, and any reference in this Protocol
to “marks” shalt be construed as a reference to trademarks and service marks.

(4) For the purposes of this Protocol, “territory of a Contracting Party” means,
where the Contracting Party is a State, the territory of that State and, where the
Contracting Party is an intergovernmental organization, the territory in which the
constituting treaty of that intergovernmental organization applies.
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Article 3
International Application

(1) Every international application under this Protocol shall be presented on the
form prescribed by the Regulations. The Office of origin shall certify that the
particulars appearing in the international application correspond to the particulars
appearing, at the time of the certification, in the basic application or basic registra-
tion, as the case may be. Furthermore, the said Office shall indicate,

(i) inthe case of a basic application, the date and number of
that application,

(i) in the case of a basic registration, the date and number of
that registration as well as the date and number of the ap-
plication from which the basic registration resulted.

The Office of origin shall also indicate the date of the international application.

{2) The applicant must indicate the goods and services in respect of which
protection of the mark is claimed and also, if possible, the corresponding class or
classes according to the classification established by the Nice Agreement Con-
cerning the International Classification of Goods and Services for the Purposes of
the Registration of Marks. If the applicant does not give such indication, the Inter-
national Bureau shall classify the goods and services in the appropriate classes of
the said classification. The indication of classes given by the applicant shall be
subject to control by the International Bureau, which shall exercise the said con-
trol in association with the Office of origin. In the event of disagreement between
the said Office and the International Bureau, the opinion of the latter shall prevail.

(3) If the applicant claims color as a distinctive feature of his mark, he shall be
required

(i) to state the fact, and to file with his international applica-
tion a notice specifyng the color or the combination of
colors claimed;

(i) to append to his international application copies in color
of the said mark, which shall be attached to the notifica-
tions given by the International Bureau; the number of
such copies shall be fixed by the Regulations.

(4) The International Bureau shall register immediately the marks filed in ac-
cordance with Articte 2. The international registration shall bear the date on which
the international application was received in the Office of origin, provided that the
international application has been received by the International Bureau within a
period of two months from that date. If the international application has not been
received within that period, the international registration shall bear the date on
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which the said intemmational application was received by the International Bureau.
The International Bureau shall notify the international registration without delay
to the Offices concerned. Marks registered in the International Register shall be
published in a periodical gazette issued by the International Bureau, on the basis
of the particulars contained in the international application.

(5) With a view to the publicity to be given to marks registered in the Interna-
tional Register, each Office shall receive fiat the International Bureau a number
of copies of the said gazette free of charge and a number of copies at a reduced
price, under the conditions fixed by the Assembly referred to in Article 10 (here-
inafter referred to as “'the Assembly”). Such publicity shall be deemed to be suffi-
cient for the purposes of all the Contracting Parties, and no other publicity may be
required of the holder of the international registration,

Article 3bis
Territorial Effect

The protection resulting from the international registration shall extend to any
Contracting Party only at the request of the person who files the international
application or who is the holder of the international registration. However, no
such request can be made with respect to the Contracting Party whose Office is the
Office of origin.

Article 3ter
Request for “Territorial Extension”

(1) Any request for extension of the protection resulting from the international
registration to any Contracting Party shall be specially mentioned in the interna-
tional application.

(2) A request for territorial extension may also be made subsequently to the
international registration. Any such request shall be presented on the form pre-
scribed by the Regulations. It shall be immediately recorded by the International
Bureau, which shall notify such recordal without delay to the Office or Offices
concerned. Such recordal shall be published in the periodical gazette of the Inter-
national Bureau. Such territorial extension shall be effective from the date on which
it has been recorded in the Intemational Register; it shall cease to be valid on the
expiry of the international registration to which it relates.

Article 4
Effects of International Registration

(1) {a) From the date of the registration or recordal effected in accordance
with the provisions of Article 3 and 3ter, the protection of the mark in
each of the Contracting Parties concerned shall be the same as if the
mark had been deposited direct with the Office of that Contracting
Party. If no refusal has been notified to the International Bureau in
accordance with Article 5(1) and 5(2) or if a refusal notified in accor-
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dance with the said Article has been withdrawn subsequently, the pro-
tection of the mark in the Contracting Party concerned shall, as fromn
the said date, be the same as if the mark had been registered by the

Office of that Contracting Party.

(6) The indication of classes of goods and services provided for in Artick
3 shall not bind the Contracting Parties with regard to the determina
tion of the scope of the protection of the mark.

(2) Every international registration shall enjoy the right of priority provided fo
by Article 4 of the Paris Convention for the Protection of Industrial Property
without it being necessary to comply with the formalities prescribed in Section 4

D.

Article 4bis
Replacement of a National or Regional Registration by an
International Registration

(1) Where a mark that is the subject of a national or regional registration in tt
Office of a Contracting Party is also the subject of an international registration ar
both registrations stand in the name of the same person, the international registr.
tion is deemed to replace the national or regional registration, without prejudice
any rights acquired by virtue of the latter, provided that

(i) the protection resulting from the international registratic
extends to the said Contracting Party under Article 3ter(

or 3ter(2),

(i) allthe goods and services listed in the national or regio:
registration are also listed in the infernational registrati
in respect of the said Contracting Party,

(1it)  such extension takes effect after the date of the national
regional registration.

(2) The Office referred to in paragraph (1) shall, upon request, be requirec
take note in its register of the international registration.

Article 5
Refusal and Invalidation of Effects of International Registration in Resp
of Certain Contracting Parties

(1) Where the applicable legislation so authorizes, any Office of a Contrac'
Party which has been notified by the International Bureau of an extension to

Contracting Party, under Article 3ter(1) or 3ter(2), of the protection resulting f
the international registration shall have the right to declare in a notificatio
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refusal that protection cannot be granted in the said Contracting Party to the mark
which is the subject of such extension. Any such refusal can be based only on the
grounds which would apply, under the Paris Convention for the Protection of In-
dustrial Property, in the case of a mark deposited direct with the Office which
notifies the refusal. However, protection may not be refused, even partially, by
reason only that the applicable legislation would permit registration only in a lim-
ited number of classes or for a limited number of goods or services.

(2) (@) Any Office wishing to exercise such right shall notify its refusal to the
International Bureau, together with a statement of all grounds, within
the period prescribed by the law applicable to that Office and at the
latest, subject to subparagraph () and (c), before the expiry of one
year from the date on which the notification of the extension referred
to in paragraph (1) has been sent to that Office by the International
Bureau.

(b) Notwithstanding subparagraph (a), any Contracting Party may declare
that, for international registrations made under this Protocol, the time
limit of one year referred to in subparagraph (a) is replaced by 18
months.

(c) Such declaration may also specify that, when a refusal of protection
may result from an opposition to the granting of protection, such re-
fusal may be notified by the Office of the said Contracting Party to the
International Bureau after the expiry of the 18-month time limit. Such
an Office may, with respect to any given international registration,
notify a refusal of protection after the expiry of the 18-month time
limit, but only if !

(i) it has, before the expiry of the 18-month time limit, in-
formed the International Bureau of the possibility that
oppositions may be filed after the expiry of the 18-month
time limit, and

(ii) the notification of the refusal based on an opposition is
made within a time limit of not more than seven months
from the date on which the opposition period begins; if
the opposition period expires before this time limit of seven
months, the notification must be made within a time limit
of one month from the expiry of the opposition period.

(d) Any declaration under subparagraphs (b) or (¢) may be made in the
instruments referred to in Article 14(2), and the effective date of
the declaration shall be the same as the date of entry into force of
this Protocol with respect to the State or intergovernmental organi-
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zation having made the declaration. Any such declaration may also
be made later, in which case the declaration shall have effect three
months after its receipt by the Director General of the Organization
(hereinafter referred to as “the Director General™), or at any later
date indicated in the declaration, in respect of any international
registration whose date is the same as or is later than the effective
date of the declaration.

(e} Upon the expiry of a period of ten years from the entry into force
of this Protocol, the Assembly shall examine the operation of the
system established by subparagraphs (a) to (d). Thereafter, the pro-
visions of the said subparagraphs may be modified by a unanimous
decision of the Assembly.

(3) The International Bureau shall, without delay, transmit one of the copies of
the notification of refusal to the holder of the international registration. The said
holder shall have the same remedies as if the mark had been deposited by him
direct with the Office which has notified its refusal. Where the International Bu-
reau has received information under paragraph (2)(¢)(i), it shall, without delay,
transmit the said information to the holder of the international registration.

(4) The grounds for refusing a mark shall be communicated by the Interna-
tional Bureau to any interested party who may so request.

(5) Any Office which has not notified, with respect to a given international
registration, any provisional or final refusal to the International Bureau in accor-
dance with paragraphs (1) and (2) shall, with respect to that international registra-
tion, lose the benefit of the right provided for in paragraph (1).

(6) Invalidation, by the competent authorities of a Contracting Party, of the
effects, in the territory of that Contracting Party, of an international registration
may not be pronounced without the holder of such international registration hav-
ing, in good time, been afforded the opportunity of defending his rights. Invalida-
tion shall be notified to the International Bureau.

Article Sbis
Documentary Evidence of Legitimacy of Use of Certain Elements of the
Mark

Documentary evidence of the legitimacy of the use of certain elements incor-
porated in a mark, such as armorial bearing, escutchcons, portraits, honorary dis-
tinctions, titles, trade names, names of persons other than the name of the appli-
cant, or other like inscriptions, which might be requircd by the Offices of the
Contracting Parties shall be exempt from any legalization as well as from any
certification other than that of the Office of origin.
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Article Ster
Copies of Entries in International Register; Searches for Anticipations;
Extracts from International Register

(1) The International Bureau shall issue to any person applying therefor, upon
the payment of a fee fixed by the Regulations, a copy of the entries in the Interna-
tional Register conceming a specific mark.

(2) The Intemational Bureau may also, upon payment, undertake searches for
anticipations among marks that are the subject of international registrations.

(3) Extracts from the International Register requested with a view to their pro-
duction in one of the Contracting Parties shall be exempt from any legalization.

Article 6
Period of Validity of International Registration;
Dependence and Independence of International Registration

(1) Registration of a mark at the International Bureau is effected for ten years,
with the possibility of renewal under the conditions specified in Article 7.

(2) Upon expiry of a period of five years from the date of the international
registration, such registration shall become independent of the basic application or
the registration resulting therefrom, or of the basic registration, as the case may be,
subject to the following provisions.

(3) The protection resulting from the international registration, whether or not
it has been the subject of a transfer, may no longer be invoked if, before the expiry
of five years from the date of the international registration, the basic application or
the registration resulting therefrom, or the basic registration, as the case may be,
has been withdrawn, has lapsed, has been renounced or has been the subject of a
final decision of rejection, revocation, cancellation or invalidation, in respect of
all or some of the goods and services listed in the international registration. The
same applies if

(i) an appeal against a decision refusing the effects of the
basic application,

(ii) an action requesting the withdrawl of the basic applica-
tion or the revocation, cancellation or invalidation of the
registration resulting from the basic application or of the
basic registration, or

(ili) an opposition to the basic application results after the ex-
piry of the five-year period, in a final decision of rejec-
tion, revocation, cancellation or invalidation, or ordering
the withdrawl, of the basic application, or the registration
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resulting therefrom, or the basic registration, as the case
may be, provided that such appeal, action or opposition
had begun before the expiry of the said period. The same
also applies if the basic application is withdrawn, or the
registration resulting from the basic application or the ba-
sic registration is renounced, after the expiry of the five-
year period, provided that, at the time of the withdrawl or
renunciation, the said application or registration was the
subject of a proceeding referred to in item (i), (i) or (iii)
and that such proceeding had begun before the expiry of
the said period.

(4) The Office of origin shall, as prescribed in the Regulations, notify the Inter-
national Bureau of the facts and decisions relevant under paragraph (3), and the
International Bureau shall, as prescribed in the Regulations, notify the interested
parties and effect any publication accordingly. The Office of origin shall, where
applicable, request the International Bureau to cancel, to the extent applicable, the
international registration and the Intenational Bureau shall proceed accordingly.

Article 7
Renewal of International Registration

(1) Any international registration may be renewed for a period of ten years
from the expiry of the preceding period, by the mere payment of the basic fee and,
subject to Article 8(7), of the supplementary and complementary fees provided for
in Article 8(2).

(2) Renewal may not bring about any change in the international registration in
its latest form.

(3) Six months before the expiry of the term of protection, the International
Bureau shall, by sending an unofficial notice, remain the holder of the interna-
tional registration and his representative, if any, of the exact date of expiry.

(4) Subject to the payment of a surcharge fixed by the Regulations, a period of
grace of six months shall be allowed for renewal of the international registration.

Article 8
Fees for International Application and Registration

(1) The Office of origin may fix, as its own discretion, and collect, for its own
benefit, a fee which it may require from the applicant for international registration
or from the holder of the international registration in connection with the filing of
the international application or the renewal of the international registration.

(2) Registration of a mark at the Intemational Bureau shall be subject to the
advance payment of an international fee which shall, subject to the provisions of
paragraph (7)(a), include,
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(i) a basic fee;

(i1) a supplementary fee for each class of the International
Classification, beyond three, into which the goods or ser-
vices to which the mark is applied will fall;

(iii} acomplementary fee for any request for extension of pro-
tection under Article 3ter.

(3) However, the supplementary fee specified in paragraph (2)(ii) may, with-
out prejudice to the date of the international registration, be paid within the pe-
riod fixed by the Regulations if the number of classes of goods or services has
been fixed or disputed by the International Bureau. If, upon expiry of the said
period, the supplementary fee has not been paid or the list of goods or services
has not been reduced to the required extent by the applicant, the international
application shall be deemed to have been abandoned.

(4) The annual product of the various receipts from international registration,
with the exception of the receipts derived from the fees mentioned in paragraph
(2)(ii) and (2)(iii), shall be divided equally among the Contracting Parties by the
International Bureau, after deduction of the expenges and charges necessitated by
the implementation of this Protocol.

(5) The amounts derived from the supplementary fees provided for in para-
graph (2)(ii) shall be divided, at the expiry of each year, among the interested
Contracting Parties in proportion to the number of marks for which protection has
been applied for in each of them during that year, this number being multiplied,
in the case of Contracting Parties which make an examination, by a coefficient
which shall be determined by the Regulations.

(6) The amounts derived from the complementary fees provided for in para-
graph (2)(ii1) shall be divided according to the same rules as those provided for in
paragraph (5).

(1) (a) Any Contracting Party may declare that, in connection with each in-
temnational registration in which it is mentioned under Article 3ter,
and in connection with the renewal of any such international registra-
tion, it wants to receive, instead of a share in the revenue produced
by the supplementary and complementary fees, a fee (hereinafter re-
ferred to as “the individual fee™) whose amount shall be indicated in
the declaration, and can be changed in further declarations, but may
not be higher than the equivalent of the amount which the said Con-
tracting Party’s Office would be entitled to receive from an applicant
for a ten-year registration, or from the holder of a registration for a
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ten-year renewal of that registration, of the mark in the register of the
said Office, the said amount being diminished by the savings resulting
from the international procedure. Where such an individual fee is pay-
able,

(i)  nosupplementary fees referred to in paragraph (2) (ii) shall
be payable if only Contracting Parties which have made a
declaration under this subparagraph are mentioned under
Article 3ter, and

(if) no complementary fee referred to in paragraph (2)(iii) shall
be payable in respect of any Contracting Party which has
made a declaration under this subparagraph.

(b)  Any declaration under subparagraph (a) may be made in the instru-
ments referred to in Article 14(2), and the effective date of the decla-
ration shall be the same as the date of entry into force of this Protocol
with respect to the State or intergovernmental organization having made
the declaration. Any such declaration may also be made later, in which
case the declaration shall have effect three months after its receipt by
the Director General, or at any later date indicated in the declaration,
in respect of any international registration whose date is the same as or
is later than the effective date of'the declaration.

Article 9
Recordal of Change in the Ownership of an International Registration

At the request of the person in whose name the international registration stands,
or at the request of an interested Office made ex officio or at the request of an
interested person, the International Bureau shall record in the International Regis-
ter any change in the ownership of that registration, in respect of all or some of the
Contracting Parties in whose territories the said registration has effect and in re-
spect of all or some of the goods and services listed in the registration, provided
that the new holder is a person who, under Article 2(1), is entitled to file interna-
tional applications.

Article 9bis
Recordal of Certain Matters Concerning an International Registration

The International Bureau shall record in the International Register

(i) any change in the name or address of the holder of the
international registration,

(i) the appointment of a representative of the holder of the
international registration and any other relevant fact con-
cerning such representative,
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¥ (ii1) any limitation, in respect of all or some of the Contracting

(iv)

Parties, of the goods and services listed in the international
registration,

any renunciation, cancellation or invalidation of the inter-
national registration in respect of all or some of the Con-
tracting Parties,

any other relevant fact, identified in the Regulations, con-
cerning the rights in a mark that is the subject of an inter-
national registration.

L3 Article 9ter
Fees for Certain Recordals
Any recordal under Article 9 or under Article 9bis may be subject to the pay-
ment of a fee.
Article 9quater
Common Office of Several Contracting States
(1) If several Contracting States agree to effect the unification of their domestic
- legislations on marks, they may notify the Director General
(i)  thatacommon Office shall be substituted for the national
Office of each of them, and
(i)  that the whole of their respective territories shall be
deemed to be a single State for the purposes of the appli-
cation of all or part of the provisions preceding this Ar-
ticle as well as the provisions of Articles 9quinquies and
9sexies.
(2) Such notification shall not take effect until three months after the date of the
- communication thereof by the Director General to the other Contracting Parties.

Article 9quinquies

Transformation of an International Registration into National or Regional

Applications

Where, in the event that the international registration is cancelled at the request
of the Office of origin under Article 6(4), in respect of all or some of the goods and
services listed in the said registration, the person who was the holder of the inter-
national registration files an application for the registration of the same mark with
the Office of any of the Contracting Parties in the territory of which the interna-
tional registration had effect, that application shall be treated as if it had been filed

N
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on the date of the international registration according to Article 3(4) or on the date
of recordal of the territorial extension according to Article 3ter(2) and, if the inter-
national registration enjoyed priority, shall enjoy the same priority, provided that

(i)  suchapplication is filed within three months from the date
on which the international registration was cancelled,

(i1) the goods and services listed in the application are in fact
covered by the list of goods and services contained in the
international registration in respect of the Contracting Party
concerned, and

(ii)  such application complies with all the requirements of the
applicable law, including the requirements concerning
fees.

Article 9sexies
Safeguard of the Madrid (Stockholm) Agreement

(1) Where, with regard to a given internationa} application or a given interna-
tional registration, the Office of origin s the Office of a State that is party to both
this Protoco! and the Madrid (Stockholm) Agreement, the provisions of this Pro-
tocol shall have no effect in the territory of any other State that is also party to both
this Protocol and the Madrid (Stockholin) Agreement.

(2) The Assembly may, by a three-fourths majority, repeal paragraph (1}, or
restrict the scope of paragraph (1), after the expiry of a period of ten years from the
entry into force of this Protocol, but not before the expiry of a period of five years
from the date on which the majority of the countries party to the Madrid (Stockholm)
Agreement have become party to this Protocol. In the vote of the Assembly, only
those States which are party to both the said Agreement and this Protocol shall
have the right to participate.

Article 10
Assembly

(1) {a) The Contracting Parties shall be members of the same Assembly as
the countries party to the Madrid (Stockholm) Agreement.

(b) Each Contracting Party shall be represented in that Assembly by one
delegate, who may be assisted by alternate delegates, advisors, and
experts.

(c) The expenses of each delegation shall be borne by the Contracting
Party which has appointed it, except for the travel expenses and the
subsistence allowance of one delegate for each Contracting Party, which
shall be paid from the funds of the Union.
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(2) The Assembly shall, in addition to the functions which it has under the
Madrid (Stockholm) Agreement, also

(3 (@

(b)

(c)

(1)  deal with all matters concerning the implementation of
this Protocol;

(i)  give directions to the International Bureau concerning the
preparation for conferences of revision of this Protocol,
due account being taken of any comments made by those
countries of the Union which are not party to this Proto-
col;

(iii) adopt and modify the provisions of the Regulations con-
cerning the implementation of this Protocol;

(iv) perform such other functions as are appropriate under this
Protocol.

Each Contracting Party shall have one vote in the Assembly. On mat-
ters concerning only counntries that are party to the Madrid (Stockholm)
Agreement, Contracting Parties that are not party to the said Agree-
ment shall not have the right to vote, whereas, on matters concerning
only Contracting Parties, only the latter shall have the right to vote.

One-half of the members of the Assembly which have the right to vote
on a given matter shall constitute the quorum for the purposes of the
vote on that matter.

Notwithstanding the provisions of subparagraph (b), if, in any ses-
sion, the number of the members of the Assembly having the right to
vote on a given matter which are represented is less than one-half but
equal to or more than one-third of the members of the Assembly hav-
ing the right to vote on that matter, the Assembly may make decisions
but, with the exception of decisions concerning its own procedure, all
such decisions shall take effect only if the conditions set forth herein-
after are fulfilled. The International Bureau shall communicate the
said decisions to the members of the Assembly having the right to
vote on the said matter which were not represented and shall invite
them to express in writing their vote or abstention within a period of
three months from the date of the communication. If, at the expiry of
this period, the number of such members having thus expressed their
vote or abstention attains the number of the members which was lack-
ing for attaining the quorum in the session itself, such decisions shall
take effect provided that at the same time the required majority still
obtains.
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(d)  Subject to the provisions of Articles 5(2)(e), 9sexies(2), 12 and 13(2),
the decisions of the Assembly shall require two-thirds of the votes
cast.

(e}  Abstentions shall not be considered as votes.

{# A delegate may represent, and vote in the name of, one member of the
Assembly only.

(4) In addition to meeting in ordinary sessions and extraordinary sessions as
provided for by the Madrid (Stockholim) Agreement, the Assembly shall meet in
extraordinary session upon convocation by the Director General, at the request of
one-fourth of the members of the Assembly having the right to vote on the matters
proposed to be included in the agenda of the session. The agenda of such an ex-
traordinary sesston shall be prepared by the Director General.

Article 11
International Bureau

(1) International registration and related duties, as well as all other administra-
tive tasks, uander or concerning this Protocol, shail be performed by the Interna-
tional Bureau.

(2) (a} The International Bureau shall, in accordance with the directions of
the Assembly, make the preparations for the conferences of revision
of this Protocol.

(b} The International Bureau may consult with intergovernmental and in-
ternational non-governmental organizations concerning preparations
for such conferences of revision.

(c) The Director General and persons designated by him shall take part,
without the right to vote, in the discussions at such conferences of
revision.

(3) The International Bureau shall carry out any other tasks assigned to it in
relation to this Protocol.

Article 12
Finances

As far as Contracting Parties are concerned, the finances of the Union shall be
governed by the same provisions as those contained in Article 12 of the Madrid
(Stockholm) Agreement, provided that any reference to Article 8 of the said Agree-
ment shall be deemed to be a reference to Article 8 of this Protocol. Furthermore
for the puroposes of Article 12(6)(®) of the said Agreement, Contracting Organi-
zations shall, subject to a unanimous decision to the contrary by the Assembly, b
considered to belong to contribution class I (one) under the Paris Convention fo
the Protection of Industrial Property.
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Article 13
Amendment of Certain Articles of the Protocol

(1) Proposals for the amendment of Articles 10, 11, 12, and the present Article,
may be initiated by any Contracting Party, or by the Director General. Such pro-
posals shall be communicated by the Director General to the Contracting Parties at
least six months in advance of their consideration by the Assembly.

(2) Amendments to the Articles referred to in paragraph (1) shall be adopted by
the Assembly. Adoption shall require three-fourths of the votes cast, provided that
any amendment to Article 10, and to the present paragraph, shall require four-
fifths of the votes caast.

(3) Any amendment to the Articles referred to in paragraph (1) " all enter into
force one month after the written notifications of acceptance, effected in accor-
dance with their respective constitutional processes, have been received by the
Director General from three-fourths of those States and intergovemmental organi-
zations which, at the time the amendment was adopted, were members of the As-
sembly and had the right to vote on the amendment. Any amendment to the said
Articles thus accepted shall bind all the States and intergovernmental organiza-
tions which are Contracting Parties at the time the amendment enters into force, or
which become Contracting Parties at a subsequent date.

Article 14
Becoming Party to the Protocol; Entry into Force

(1) (a) Any State that is a party to the Paris Convention for the Protection of
Industrial Property may become party to this Protocol.

(b}  Furthermore, any intergovernmental organization may also become
party to this Protocol where the following contributions are fulfilled:

(i)  atleast one of the member States of that organization is a
party to the Paris Convention for the Protection of Indus-
tnal Property;

(ii) that organization has a regional Office for the purposes of
registering marks with effect in the territory of the organi-
zation, provided that such Office is not the subject of a
notification under Article 9quater.

(2) Any State or organization referred to in paragraph (1) may sign this Proto-
col. Any such State or organization may, if it has signed this Protocol, deposit an
instrument of ratification, acceptance or approval of this Protocol or, if it has not
signed this Protocol, deposit an instrument of accession to this Protocol.
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(3) The instruments referred to in paragraph (2} shall be deposited with the
Director General.

(4) (2) This Protocol shall enter into force three months after four instruments
of ratification, acceptance, approval or accession have been depos-
ited, provided that at least one of those instruments has been deposited
by a country party to the Madrid (Stockholm) Agreement and at least
one other of those instruments has been deposited by a State not party
to the Madrid (Stockholm) Agreement or by any of the organizations
referred to in paragraph (1)b).

(b}  With respect to any other State or organization referred to in para-
graph (1), this Protocol shall enter into force three months after the
date on which its ratification, acceptance, approval or accession has
been notified by the Director General.

(5) Any State or organization referred to in paragraph (1) may, when deposit-
ing its instrument of ratification, acceptance or approval of, or accession to, this
Protocol, declare that the protection resulting from any international registration
effected under this Protocoi before the date of entry into force of this Protocol with
respect to it cannot be extended to it.

Article 15
Denunciation

{1} This Protocol shall remain in force without limitation as to time.

{(2) Any Contracting Party may denounce this Protocol by notification addressed
to the Director General.

(3) Denunciation shall take effect one year after the day on which the Director
General has received the notification.

(4) The right of denunciation provided for by this Article shall not be exercised
by any Contracting Party before the expiry of five years from the date upon which
this Protocol entered into force with respect to that Contracting Party.

(5)(a) 'Where a mark is the subject of an international registration having
effect in the denouncing State or intergovermnmental organization at
the date on which the denunciation becomes effective, the holder
of such registration may file an application for the registration of
the same mark with the Office of the denouncing State or intergov-
ernmental organization, which shall be treated as if it had been filed
on the date of the international registration according to Article
3(4) or on the date of recordal of the territorial extension according
to Article 3ter(2) and, if the international registration enjoyed pri-
ority, enjoy the same priority, provided that
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(i)  suchapplication is filed within two years from the date on
which the denunciation became effective,

(ii) the goods and services listed in the application are in fact
covered by the list of goods and services contained in the
international registration in respect of the denouncing State
or intergovernmental organization, and .

(iii) such application complies with all the requirements of the
applicable law, including the requirements concerning
fees.

(b) The provisions of subparagraph (a) shall also apply in respect of any
mark that is the subject of an international registration having effect in
Contracting Parties other than the denouncing State or intergovern-
mental organization at the date on which denunciation becomes effec-
tive and whose holder, because of the denunciation, is no longer en-
titled to file international applications under Article 2(1).

Article 16
Signature; Languages; Depositary Functions

(1) (@ This Protocol shall be signed in a single copy in the English, French
and Spanish languages, and shall be deposited with the Director Gen-
eral when it ceases to be open for signature at Madrid. The texts in the
three languages shall be equally authentic.

(b)  Official texts of this Protocol shall be established by the Director Gen-
era), after consultation with the interested governments and organiza-
tions, in the Arabic, Chinese, German, Italian, Japanese, Portuguese
and Russian languages, and in such other languages as the Assembly
may designate.

(2) This Protocol shall remain open for signature at Madrid until December 31,
1989.

(3) The Director General shall transmit two copies, certified by the Govemn-
ment of Spain, of the signed texts of this Protocol to all States and intergovemn-
mental organizations that may become party to this Protocol.

(4) The Director General shall register this Protocol with the Secretariat of the
United Nations.

(5) The Director General shall notify all States and international organizations
that may become or are party to this Protocol of signatures, deposits of instru-
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ments of ratification, acceptance, approval or accession, the entry into force of this
Protocol and any amendment thereto, any notification of denunciation and any
declaration provided for in this Protocol.
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